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DETAILED ACTION 

1 . Claims 1-22 and 24-39 are pending as amended on 12 September 2008, claim 
23 being cancelled. 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 12 
September 2008 has been entered. 

3. It is noted that claim 28 carries the status identifier 'Previously presented', yet 
there is an amendment shown in line 5 of the claim — "...a an emulsion..." This 
amendment appears to be an artifact from the amendment to the claims filed 21 April 
2008. As a courtesy to applicant and in the interest of compact prosecution, claim 28 
was construed to recite "...an emulsion..." 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Response to Amendment and Argument 

5. Applicant's arguments, filed 12 September 2008, have been fully considered but 
are not persuasive. 

Applicant argues that the fluids of US Patent 6,006,831 (Schlemmer hereinafter) 
do not possess the properties claimed as shown by the affidavit of Ian Robb filed 12 
September 2008; however, Robb is directed to the fluids of Schlemmer, while the 
closest prior art is that of US Patent 4,777,200 (Dymond hereinafter), which differs from 
the instant claims only in that the instant claims require a synthetic oil continuous phase. 

Further, should Schlemmer have been the closest prior art, the results reported 
by Robb show a gel progression index of 0.08 to 0.20 between the two formulations— 
which differ in the amount of total emulsifier, lignite and clay present — shown. It is the 
examiner's position that the teaching of Schlemmer of a gel progression index of 0.2 
reads on the instant claims of "about 0.3"' since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering optimum or workable 
ranges involves only ordinary skill in the art. See MPEP 2144.05(11) and In reAller, 220 
F2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Claim Rejections - 35 USC § 103 

6. Claims 1 , 6-8, 13-15,21, 24 and 26-28 stand and new claims 36-39 are rejected 
under 35 USC § 103(a) as being unpatentable over US Patent 4,777,200 (Dymond 
hereinafter) in view of US Patent 6,006,831 (Schlemmer hereinafter). 
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Dymond teaches an invert emulsion (Abstract) drilling fluid (Column 1 Lines 8-14) 
within the scope of the present invention, which comprises copolymers having 25 to 
100% of a polar hydrophobic monomer (Abstract and Column 6 Lines 40-63) such as 
the claimed 2-ethylhexyl acrylate (Column 7 Lines 19-23) and 0 to 20 % of a hydrophilic 
monomer (Column 7 Lines 19-23) such as acrylic acid (Column 7 Lines 56-64) and that 
the copolymer may be in the form of particles coated with a hydrophilic coating (Column 
7 Lines 23-33). 

Dymond, while teaching mineral oil, does not disclose expressly the use of a 
synthetic oil. 

Schlemmer discloses a wellbore treatment fluid comprising any of aliphatic or 
aromatic mineral oils or synthetic hydrocarbons such as paraffins or olefins (Schlemmer 
Column 8 Lines 55-67). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to replace the mineral oil taught by Dymond with the synthetic paraffins or 
olefins of Schlemmer. The rationale to do so would have been the motivation provided 
by the teaching of Schlemmer that the mineral oils of Dymond are functional equivalents 
to the synthetic paraffins and olefins taught by Schlemmer (Schlemmer Column 8 Lines 
55-67). 

Since Dymond and Schlemmer combine to teach the same composition as 
claimed, one of ordinary skill in the art at the time the invention was made would have 
expected that the progressive gel and stress build behavior, suspension, fluid loss 
control, filtration control, thickening, yield and sag behavior and viscosity of the 
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Dymond/Schlemmer composition would intrinsically be the same as claimed. If there is 
any difference between the product of Dymond and Schlemmer and the product of the 
instant claims the difference would have been minor and obvious. 

Allowable Subject Matter 

7. Claims 2-5, 9-1 2, 1 6-20, 22, 25 and 29-35 are allowed for the reasons of record. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy J. Kugel whose telephone number is (571) 272- 
1460. The examiner can normally be reached on 5:30 AM - 4:00 PM Monday - 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

9. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Timothy J. Kugel/ 
Patent Examiner, AU 1796 



